\ VmvKD States FXten i' and Ti^eADERAi^K OFKiCb: 



UNITED STATF>; DKIUKTMKNT Op COMMKKCK 
United Siatt-> Pal«-iit aud TradtMiiark Offirr- 

H<.->. l-JH- 
w-vrw mpto i,>v 



AfPlK ATION NX) 


FU INr, OATH 


FIRST NAM[;t)i\V}-N'r()]< 


ATT()k\t^Y IXK KHT NO. 


C( )NKiRV)ATiC>N NO. 




05'2^20U1 


V:ik:ihcjru Kondo 




40 U> 










FITZPATRICK C F-LLA HARPHR & SCINTO 


hXAM!NKK 



NHW YORK. NY 101 12 



AHri'Nir 



CAl'HK \[;\]BE:R 



DA 1 1: M.\[LI:0; 05/28 /:0 0.1 



Please find below and/or attached an Ortlce communication concerning this application or proceeding- 



Office Action Summary 



Application No. 
09/865,549 



Applicant(s) 



Takaharu Kondo et al. 



Examiner 



Bret Chen 



Art Unit 

1762 




-- The MAiUNG DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136 ia). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the 
mailing date of this communication 

If the period for reply specified above is less than thirty (30} days, a reply within the statutory minimum of thirty [30} days will be considered timety 

If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication, 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONtD (3b U.S.C. § 133}. 

- Any reply received by the Office later than three months after the mailing date of this communication, even rf timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 ) X Responsive to coinmunication(s) filed on Apr 1 1 , 2003 
2a) This action is FINAL. 2b) X This action is non-final. 

3) Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11 ; 453 O.G. 21 3. 

Disposition of Claims 

4) X Claim(s) 1-4 __„^ is/are pending in the application. 

4a) Of the above, claim(s) is/are withdrawn from consideration. 

5) : \ Claim(s) is/are allowed. 

6) X Claim(s) U4 "s/are rejected. 

7) Claim(s) 
8) 



is/are objected to. 



Claims _ _ 

Application Papers 

9): The specification is objected to by the Examiner 
10) 



are subject to restriction and/or election requirement. 



The drawing(s) filed on 



is/are a) accepted or b) objected to by the Examiner. 



11) 



Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
The proposed drawing correction filed on is: a) approved b) disapproved by the Examiner 



12) 



If approved, corrected drawings are required in reply to this Office action. 
The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

1 3) X Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a) X All b) Some* c) None of: 

1 . X Certified copies of the priority documents have been received. 

2. Certified copies of the priority documents have been received in Application No. 



3. Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

1 4) Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e). 

a) The translation of the foreign language provisional application has been received. 

1 5) Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § § 1 20 and/or 1 21 . 

Attachment(s) 

1! X Notice of References Cited (FT 0-8921 4) Interview Summary iPTO 413) Paper Nofs) 

2) Notice of Drattsperson s Patent Drawing Review iPT 0-9481 5; Notice of Informal Patent Application <P10\b2 

3! X Disclosure Statementis! PTO I 449! Paper Nois!, ^-6 gi Other: 



U. S. Patent and Traden-i^rk Office 

PTO-326 (Rev. 04-01) 
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Art Unit: 1762 

DETAILED ACTION 

Claims 1-4 are pending in this application. The preliminary amendment amending claims 
1-3 and canceling claims 5-16 has been entered. 

Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

Specification 

2. The title of the invention is not descriptive. A new title is required that is clearly indicative 
of the invention to which the claims are directed. 

It is noted that the claimed invention is directed solely to a method. The examiner 
suggests amending the title to reflect same. 

3. The lengthy specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting any 
errors of which applicant may become aware in the specification. 
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Claim Rejections - 35 VSC § 103 



4. 



The following is a quotation of 35 U.S C. 103(a) which forms the basis for all obviousness 



rejections set forth in this Office action: 




section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary' skill in the art to which said subject matter pertains. Patentabilit}' shall not be negatived by the 
manner in which the invention was made. 

Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nishimoto (6,100,466) or Hirooka et al. (5,910,342). Nishimoto discloses a method of forming 
a microcrystalline siHcon film by high frequency plasma CVD (coll lines 8-15) using an equation 
which includes power, area, distance, and pressure (col. 3 lines 10-20). The precursors can be 
silicon fluoride and hydrogen (col. 6 lines 24-34). 

Hirooka discloses a method of forming a deposition film on a substrate comprises 
introducing separately a precursor or activated species formed in a decomposition space (abstract) 
using silicon halide and a mixture of activated species of hydrogen (col. 2 lines 42-52). It is noted 
that the plasma CVD process is affected by a number of parameters including pressure, 
high-frequency power used, and electrode structure (col. 1 lines 41-56). However, the references 
fail to teach the specific value of Q. 

It is noted that Q is a quotient of power, area, distance, and pressure. It is also noted that 
the reference clearly teaches that these are well known variables in a plasma CVD process It 
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would have been obvious to utilize a quotient Q with the expectation of obtaining similar results 
in the absence of a showing of criticality. 

The limitations of dependent claims 2-4 are expressly taught in Nishimoto/Hirooka as 

The limitations of claim 2 is taught in col. 6 line 2 24-25/col.4 lines 26-39, the flow rate 
ratio of claim 3 in col. 8 lines 53-59/col.5 lines 8-9, and the pressure of claim 4 in col. 8 lines 10- 
11 /Table 1. 



Hirooka et al. (5,645,947), Ishihara et al. (5,476,694), and Yamazaki et al. (4,987,008) 
have been provided for additional information. 



Double Patenting 

5. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the 'Vight to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See /// re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed Cir. 1985); /// re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); /// re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thonngton^ 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321© may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1 . 130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a term.inal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3 73(b) 
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6 Claims 1-4 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-6, 9-15 of U.S. Patent No. 6,100,466 

Although the conflicting claims are not identical, they are not patentably distinct from each other 
because the spccificaticn of the deposited matenal iS an obviOus vanation. 

7 Claims 1-4 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-3 of copending 
Application No. 09/866665. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the elimination of specific deposition parameters is an 
obvious variation. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 



Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Bret Chen whose telephone number is (703) 308-3809. The examiner can 
normally be reached on Monday through Friday from 10:00 am to 7:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor. 
Shrive Beck, can be reached on (703) 308-2333. The fax phone number for this Group is (703) 
872-93 10. Amendment After Finals should be faxed to (703) 872-93 11 . 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308-0661 . 
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